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RESPONSE TO RESTRICTION REQUIREMENT 

Dear Commissioner: 

In response to the Restriction Requirement of October 8, 2004, Applicant 
responds as follows: 

I. THE RESTRICTION REQUIREMENT 

Restriction of the following inventions was required under 35 U.S.C. § 

121: 

Group I is claims 1-8 and 17-20;, drawn to a coated brake disk, classified 
in class 188, subclass 218XL. 



Group II is claims 9-16, drawn to a method for manufacturing a coated 
brake disk, classified in class 427, subclass 580. 



As stated by the Examiner, the "[inventions of Group I and Group II are 
related as process of making and product made." The inventions of groups I and II were 
stated to be distinct from each other because "a) the product as claimed can be made of a 
materially different method such as plasma spraying or electroless plating or chemical 
vapor deposition; b) the method as claimed can be used to make a materially different 
product such as clutch disk, flywheel or pressure plate." 

II APPLICANT'S RESPONSE 

Applicant elects the invention of Group I, claims 1-8 and 17-20, drawn to 
a coated brake disk, for prosecution on the merits, with traverse . 

The Restriction Requirement is respectfully traversed on the following 

grounds: 

The Examiner has not met the burden for demonstrating the necessity for 
restriction. M.P.E.P. § 803 requires for restriction both : (1) that the inventions are 
independent or distinct as claimed; and (2) that there would exist a "serious burden" on 
the Examiner if all of the claims were examined in one application. 

These requirements have not been met. Firstly, there is no demonstration 
that a "serious burden" on the Examiner would exist. 

The subject matter of the inventions is sufficiently interrelated that no 
serious burden on the Examiner would exist if all of the claims were examined on the 
merits. This is because the art involved, if any relevant art exists, largely overlaps. For 
example, publications describing the method for manufacturing a coated brake disk will 
invariably report on coated brake disks. Thus, there is not basis for restricting the claims 
based on the distinction between the inventions of groups I and II. Accordingly, the 
inventions of Groups I and II, which are a product and the process of making that 
product, should be examined together. 

Applicant does not traverse the restriction on the basis of a lack of 
patentable distinctiveness. Rather, Applicant traverses the Restriction Requirement on 



the relatedness of the subject matter comprising Groups I and II. Applicant, who is 
presenting this information in a unitary manner in one patent application, should not be 
penalized by restriction when the subject matter is so clearly related. More significantly, 
the art required to search these groups is so closely related that there does not exist a 
"serious burden" on the Examiner if searched and examined in a single application. The 
determination of the existence or non-existence of a "serious burden" should not be made 
according to arbitrary principles, but should reflect the actual state of the art. 

Accordingly, the Restriction Requirement is respectfully traversed. The 
Examiner is therefore respectfully requested to withdraw the Restriction Requirement and 
examine all of the claims on the merits. 

III. CONCLUSION 

In conclusion, Applicant elects the invention of Group I, claims 1-8 and 
17-20, drawn to a coated brake disk, for prosecution on the merits, with traverse . 

The Restriction Requirement is respectfully traversed, and Applicant 
requests that the Restriction Requirement be withdrawn. 

Respectfully Submitted, 
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4220 La Jolla Village Drive, Suite 220 
San Diego, California 92122 
(858) 450-0099 
(858) 450-9834 (Fax) 




